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DETAILED ACTION 
Responseto Amendment 
1. Claims 1-9, 11-19, 21-28, 30-39, 41-49, 51-58, 60-68, and 70 are currently pending. 



Specification 

2. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: The applicant's specification does not describe what a computer-readable 
medium comprises as claimed in claims 61-68 and 70. 

Response to Arguments 

3. Applicants arguments filed 12/27/2007 have been fully considered but they are not 
persuasive. The applicant disagrees that the claimed invention is unpatentable in view of Hager 
and Kuzma. The applicant argues that Hagar does not teach key features of the applicant's 
claimed invention and that Kuzma does not render these claimed features obvious. The 
Examiner disagrees with the arguments that Kuzma does not render the claimed invention 
obvious in combination with Hager. 

4. Hager is directed towards a workflow system for processing an invention disclosure and 
forwarding it to selected individuals for review. It has been acknowledged that Hager does not 
explicitly teach (a) sending a hyperlink to a document rather than the document itself, (b) 
creating an attachment to a disclosure separately from the disclosure itself; and (c) sending the 
attachment without the use of a hyperlink. Kuzma has been relied upon to show that these 
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concepts are well known in the context of email systems and thus combinable with a system that 
uses email such as that taught by Hager. 

5. So as to limitation (a), the whole point of the Kuzma invention is to send an email with a 
hyperlink to information (in Kuzma this information happens to be an attachment) instead of the 
information itself. The motivation for doing this is to conserve bandwidth (col. 1 ', lines 44-47). 
Thus someone implementing the teachings of Hager, which require sending an entire disclosure 
through email, could alternatively send only a link, such as shown in Kuzma, to conserve 
bandwidth. 

6. As to limitation (b), Kuzma clearly shows the creation of an attachment separate from an 
email. Any attachment is created separately from the email itself. The motivation for combining 
an emailed disclosure, such as that taught by Hager, with a separate attachment is that an 
inventor might want to send detailed information such as graphics and word processing files that 
are not regularly supported by email clients (See Kuzma, col. 1, lines 24-29). 

7. As to limitation (c), Kuzma does teach sending an attachment without a hyperlink. This 
scenario is explicitly mentioned in the background. Furthermore it is unclear why in claims such 
as claim 12, the applicant's invention is sending an attachment to some evaluators and only a 
hyperlink to others. 

8. Finally the applicant argues that even if Hager and Kuzma are combined it would not 
have been obvious to select an option to attach a file as claimed. Hager teaches email. Adding 
attachments to email via an option is well known and shown by Kuzma (col. 1, lines 21-34). 
Therefore the concept of providing an option to attach something to an email is well known and 
thus renders the claim obvious. Notice that pages 14-16 of the applicant's specification disclose 
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nothing specific about the applicant's option for providing an attachment. Therefore it is 
reasonable to interpret the claim broadly. How could an attachment be added without some 
"option" to attach it? 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 1-9, 1 1-19, 21-28, 30-39, 41-49, 51-58, 60-68, and 70 are rejected under 35 
U.S.C. 103(a) as being unpatentable over U.S. Patent Number 5,377,355 to Hager et al. in view 
of U.S. Patent Number 5,781,901 to Kuzma. 

1 1 . Hagar teaches the invention substantially as claimed (As in claim 52) including an 
intranet embodied on a computing device comprising a plurality of software modules for 
distributing an invention disclosure, the intranet having a plurality of users enrolled therein, each 
of the plurality of users having associated personnel information stored within the intranet (col. 
5, lines 1-15), the intranet comprising: a software module for accessing an invention disclosure 
template form over the intranet; a software module for accessing an invention disclosure 
template form, the invention disclosure being created by an inventor and including information 
about an invention; a software module for selecting an option in the invention disclosure 
template form to include an attachment with the invention disclosure; a software module for 
submitting the invention disclosure over the intranet (col. 4, lines 40-61); a software module for 
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creating a profile of the invention disclosure based upon a technical area relating to the invention 
disclosure in response to accessing associated personnel information of the inventor (col. 4, lines 
62-67 and col. 5, lines 1-15); a software module for transmitting first notification message via e- 
mail to a first group of users based upon the created profile, the first group of users being within 
the plurality of users (col. 4, lines 62-67 and col. 5, lines 1-15); a software module for 
transmitting a second notification message via e-mail to a second group of users based upon the 
created profile, the second group of user being within the plurality of users and including a 
technical review coordinator (col. 6, lines 17-34); a software module for selecting at least one 
evaluator by the technical review coordinator (col. 9, lines 66-68 and col. 10, lines 1-9); a 
software module for transmitting a third notification message via e-mail to the at least one 
evaluator (col. 6, lines 17-34); a software module for submitting evaluation comments by the at 
least one evaluator (col. 7, lines 5-42); an software module for submitting a recommendation of 
the invention disclosure by the technical review coordinator based upon the evaluation comments 
(col. 9, lines 37-57); and a software module for transmitting the recommendation of the invention 
disclosure via e-mail to the first and second group of users (col. 10, lines 29-58); however Hagar 
does not teach including an attachment to the invention disclosure created separately from the 
invention disclosure nor e-mailing a hyperlink to the document. 

Official notice is taken that it was well known in the art at the time of the invention to 
send a hyperlink to a document instead of an entire document. Kuzma illustrates this fact in col. 
4, line 65-col. 5, line 24. 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Hager regarding a system for distributing an 
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invention disclosure with the idea of sending a hyperlink instead of an entire document because 
sending only a hyperlink reduces the size of e-mails that would be sent, thus reducing network 
traffic. 

Kuzma teaches a software module comprising instruction for including an attachment to a 
document the attachment having been created separate from the document (col. 4, line 65-col. 5, 
line 24). Kuzma further teaches a software module for attaching a file to an email without the 
use of a hyperlink, the file being created by the inventor separate from the email and including 
information about the invention that is not included in the email (col. 1, lines 22-30). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Hager regarding a system for distributing an 
invention disclosure via email with the teachings of Kuzma regarding creating an attachment 
separately from an email document because creating and sending an attachment separately from 
a document saves network resources (Kuzma, col. 1, lines 22-50). However the Hager-Kuzma 
combination does not explicitly teach a software module for attaching a file to the invention 
disclosure without the use of a hyperlink, the file being created by the inventor separate from the 
invention disclosure and including information about the invention that is not included in the 
invention disclosure. . 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine teachings of the Hagar-Kuzma combination regarding the 
separate creation of an attachment with the idea that the attachment is not attached with a 
hyperlink but rather is just attached because it is obvious to omit and element if the element's 
function is not required (See MPEP section 2144.04). In other words, it would have been 
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obvious to just plain attach a Word or Powerpoint document as argued by the applicant rather 
than attach a hyperlink to such a document (See Kuzma, col. 1 , lines 22-34). Either way, the 
attachment requires some form of link, otherwise one would never know that it is there. 

12. As to claims 53, Hager teaches an intranet wherein the software module for transmitting 
the first notification message is responsive to submission of the invention disclosure (col. 4, lines 
62-67 and col. 5, lines 1-15). 

13. As to claim 54, Hager teaches an intranet wherein the software module for transmitting 
the second notification message is responsive to submission of the invention disclosure (col. 6, 
lines 17-34). 

14. As to claim 55, Hager teaches an intranet wherein the profile comprises a functional 
manager of the inventor, a patent attorney, and technical review person (col. 5, lines 33-41). 

15. As to claim 56, Hager teaches a profile comprising information relating to the inventor 
including the inventor's employee number, department number, building number, phone number 
and e-mail address (col. 4, lines 62-67 and col. 5, lines 1-15). 

16. As to claim 57, Hager teaches an intranet wherein the first group of user comprises a 
business area manager, a supervisor of the inventor, and the inventor (col. 4, lines 62-67 and col. 
5, lines 1-15). 

17. As to claim 58, Hager teaches an intranet wherein the second group of users comprises a 
technical review coordinator, a contract administrator if the invention was developed under 
government funds, and an intellectual property administrator (col. 7, lines 32-42). 

1 8. As to claim 59, Hager teaches a software module for creating an invention disclosure 
further comprising instructions for including an attachment (col. 4, lines 40-61). 
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19. As to claim 60, Hager teaches a software module for creating an invention disclosure 
comprising instructions for sending a notification message to a co-inventor (col. 4, lines 40-61). 
For reasons discussed above it would have been obvious to include a hyperlink in this message. 

20. As to claims 1-11, they feature the same limitations as claims 52-60 and are thus rejected 
on the same basis as claims 52-60. 

21 . As to claims 12-21 , they feature the same limitations as claims 52-60 and are thus 
rejected on the same basis as claims 52-60. 

22. As to claims 22-30, they feature the same limitations as claims 52-60 and are thus 
rejected on the same basis as claims 52-60. 

23. As to claims 31-41, they feature the same limitations as claims 52-60 and are thus 
rejected on the same basis as claims 52-60. 

24. As to claims 42-51, they feature the same limitations as claims 52-60 and are thus 
rejected on the same basis as claims 52-60. 

25. As to claims 61-70, they feature the same limitations as claims 52-60 and are thus 
rejected on the same basis as claims 52-60. 



Conclusion 

26. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



27. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Douglas B. Blair whose telephone number is (571) 272-3893. 
The examiner can normally be reached on 9:00am-5;30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on (571) 272-3868. The fax phone numbers for the 
organization where this application or proceeding is assigned are (571) 273-8300 for regular 
communications and (571) 273-8300 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-2100. 




} Douglas Blair 



ANDREW CALDWELL 
SUPERVISORY PATENT EXAMINER 




